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B /INTRODUCTION

The news media has proclaimed
that the multimedia revolutionisupon
us. Multimedia technology will sup-
posedly change the way we work, en-
tertain, communicate, and educate
ourselves. Telephone, cable, and en-
tertainment companies are frantically
jockeying for advantage as they pre-
pare to invest billions to plug our
homes, schools, and offices into the
information superhighway.

This article will explore some of the
legal ramifications of producing mul-
timedia programming. While state-of-
the-art technology permits the devel-
opment of diverse and innovative pro-
grams, there are many legal hurdles to
overcome in making even a simple
multimedia program. Since interac-
tive programming requires more con-
tent than linear programs, hundreds
of releases and/or permissions may be
required to produce a single program.
Determining and securing all the nec-
essary releases and rights for a multi-
media project can be a tiresome and
complicated endeavor.

Thelegalissues cross disciplines and
can become exceedingly knotty. The
field encompasses publishing, telecom-
munications, computer and entertain-
ment law, including intellectual prop-
erty rights (copyright, patent, trade-
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marks, titles), torts (right of privacy,
right of publicity, defamation and
unfair competition), and contractlaw.

Even drafting a simple employment
contract can raise a bewildering array
of issues. The multimedia producer
wears several hats, blurring the tradi-
tional roles of writer, director, com-
poser, editor, costume designer, and
software developer. If one uses a com-
puter to manipulate a character’s im-
age, changing appearance, dress, and
the background scenery, one has per-
formed functions traditionally handled
by the writer, director, editor, costume
designer, and set designer.

Before delving into a discussion of
legal principles, one should first define
the medium. Multimedia works are
those based on multiple media sources
such as video, text, audio, photos,
graphics, and animation. They are
typically stored in digital form on
magnetic or optical media. Some mul-
timedia programs are interactive,
meaning that the user can interact
and control the direction, pace, and
content of the program. Current pro-
gramming is based on CD-ROM tech-
nology. Modern CD-ROMs have large
storage capacity (six hundred mega-
bytes of information), are inexpensive
to manufacture, compact, durable, and
transfer information quickly.

W LICENSING OBSTACLES

Many producers want to incorpo-
rate pre-existing works into their mul-
timedia productions. This may involve
putting a dictionary on a CD-ROM or
producing a disk incorporating music
from Mozart with accompanying text
and photos. There are several prob-
lems one encounters when trying to
license pre-existing works.

UNCERTAIN MARKET

Content owners do not know what
to charge to license material for multi-
mediause. CBS Inc. isreportedly charg-
ing fifteen dollars a second for mate-
rial in its library. Many companies
have adopted a wait-and-see attitude
because they are afraid to sell rights at

below market rates. Of course, if com-
panies continue to stand on the side-
lines, the market will develop slowly.

The amount of money that a pro-
ducer can afford to pay and still re-
coup his investment is relatively small
at this time because of the limited
market for the end-product. Today,
only a few million computer users have
CD-ROM players. Retail sales of CD-
ROM programs are typically in the
twenty thousand to thirty thousand
range, although the market is expected
to expand greatly.

CLEARANCE PROBLEMS

Owners of existing works may not
hold all the necessary rights needed to
exploit their properties as multimedia
programs. Multimedia and electronic
publishing did not exist when most
contracts were negotiated, so the ques-
tion of who owns such rights may be
unclear. As a practical matter, old con-
tracts may have been lost and can be
difficult to locate.

A multimedia producer, for in-
stance, cannot buy the right to put
content on a CD-ROM disk if the seller
does not own those rights. The lan-
guage of many contracts does not spe-
cifically address multimedia rights
because multimedia is a new medium.
A contract might provide that a novel-
istis granting a studio the right to turn
a novel into a motion picture. The
grant of rights may include “all allied
rights.” Under this language, who now
owns the electronic publishing rights
to the novel? The studio may claim
the rights arguing that it is an “allied
right.” The writer may disagree, con-
tending that the parties never intended
to transfer electronic publishing rights
because electronic publishing did not
exist when the contract was made.

When a studio gives a multimedia
producer a license to use its footage in
a new interactive program, the grant
may be no more than a quit claim
release. Here, the studio sells only those
rights that it may own, without prom-
ising that it owns any rights. The mul-
timedia producer will need to exam-
ine the contracts that purportedly gave
the studio these rights in order to de-
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termine the extent of the rights the
studio owns. The studio, however, may
not want to reveal the contents of its

. contracts.

Whether a studio owns the right to
exploit a film as a multimedia project
will often turn on the language in the
contracts that the studio used to ac-
quire rights to works incorporated in
the film. The case law in this area is
confusing and somewhat contradic-
tory. In one line of cases, the courts
assume that a licensee may use a prop-
ertyin any manner thatappears to fall
within the scope of the contract grant-
ing those rights.! In these decisions,
the courts assume that a grant of rights
covers new uses or new media if the
words conveying the grant are suscep-
tible to that interpretation even if such
new uses are not specified.2 Thus, an
assignment of motion picture rights to
a play has been held to include the
right to broadcast the film on televi-
sion even though television did not
exist at the time the contract was
made.?

In another line of cases, the courts
assume that a grant of rignts only
extends to those uses that are clearly
within the scope of the rights con-
veyed. In Cohen v. Paramount Pictures
Corp.,* a composer granted to a pro-
duction company the right to use his
music in the film “Medium Cool.” The
grant included the right to use the
composition by means of television
including exhibition by pay television
and subscription television. The con-
tractreserved to the composer all other
rights. When Paramount began to dis-
tribute the film in the form of videocas-
settes, the composer sued on the
grounds that his prior grant of rights
did not include exhibition by home
video. The Ninth Circuit Court of Ap-
peals agreed.s

FEAR OF DIGITALIZATION

Owners are concerned that if they
let their work be digitized, the work
will be easily pirated by others. In
digitalization, the image is converted
into a series of pixels or dots. Once a
work is digitized, subsequent genera-
tions canbe copied without any loss in
quality. Furthermore, the image can
be manipulated and changed so that it
does not look like the original. Mul-
tiple images can be metamorphosed
into new hybrids, a practice called
“morphing.” Moreover, ready access
to computer networks and bulletin
boards can compound the damage by

making it easy and inexpensive to
distribute pirated works to vast num-
bers of users.

Refusing to allow one’s work to be
digitized, however, does not necessar-
ily stop thievery. A determined pirate
cansteal an image by simply scanning
it into a computer.

Assuming the owner of a work is
willing to license it for multimedia use,
a multitude of legal issues may arise.

W LICENSING CONTENT
TEXT

Whether the multimedia producer
is licensing fiction or nonfiction the
principal legal issues are as follows:

Copyright
Copyright law protects works of

authorship such as literary works,
musical works, paintings, photo-

Copyrightlaws are territorial in their
application. This means that United
States copyrightlaw applies only within
the United States. The United States
has joined several international copy-
right conventions that protect Ameri-
can works from infringement abroad.
These treaties likewise protect the work
of foreign authors in the United States.

To be eligible for copyright protec-
tion, a work must meet four criteria: 1)
It must be original; 2) it must be an
“expression of an author;” 3) it must
be of a nonutilitarian nature; and 4) it
must bein a fixed, tangible medium of
expression.

The producer who desires to incor-
porate a literary work in a multimedia
program should consider the follow-
ing factors. First, the producer should
determine whether the work is copy-
righted or in the public domain. This
can be difficult since a search of copy-
rightrecords is rarely conclusive. Many
works protected by copyright law may
be unpublished and/or unregistered.

The legal issues cross disciplines and can become exceed-
ingly knotty. The field encompasses publishing, telecommu-

nications, computer and entertainment law, including intel-
lectual property rights (copyright, patent, trademarks, titles),
torts (right of privacy, right of publicity, defamation and

unfair competition), and contract law.

graphs, and computer programs.®
These creations are “things” created
by people. They are referred to as
intellectual property since they are
products of the mind. Copyrightshould
notbe confused with personality rights
(i.e., right of publicity and right of
privacy), that people may possess to
protect the use of their names, voices,
and personae.

Federal copyright law applies in all
the states. Today, state copyright law
is largely preempted by the federal
law, although state law may provide a
remedy in those areas that the federal
law does not preempt. For instance,
state law could protect works that are
ineligible for federal protectionbecause
the works are not fixed in a fixed
medium of expression,

If a work fails to meet one of the
above mentioned four criteria, itis not
copyrightable and thus in the public
domain. However, it is not always
readily apparent whether a work has
met the criteria. For example, a basic
tenet of copyright law is that ideas’
are not protectable, only the expres-
sion of ideas. In other words, the
embellishment upon an idea can be
protected but not the underlying bare
idea itself. The craftsmanship of the
author, the particular mannerinwhich
an author expresses herself, not the

_ underlying facts and ideas, is what

copyright law protects.

Itmaybe difficult to determinewhen
anideais sufficiently embellished upon
in order for the work to be entitled to
protection. While a single word is not
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an expression, and an entire book is
an expression, what about a synopsis?
Is this an “idea,” or more? In Takeall v.
Pepsico, Inc.,8 the court declined to find
that the short phrase, “You Got the
Right One, Uh-Huh,” used in a Pepsi
commercial, was copyrightable.?

Note that an author is unable to
protect an expression of an idea if the
idea can only be expressed in one or in
a limited number of ways. !¢ Note also
that while a work may be protected
under copyright law, elements of the
work may be borrowed. For instance,
historical facts and stock scenes (scenes
a faire)!! are unprotected, and can be
taken from copyrighted work without
violating the author’s copyright.

Copyright law protects both the lit-
eral text of a work and its structure
and organization.?Thus, a borrower
of material who closely paraphrases
the original may be liable for copy-
right infringement although the pre-
cise text of the two works differ. The
key test is whether the works are “sub-
stantially similar.”

In determining whether two works
are substantially similar, some courts
use a two-part test. First, the works are
compared objectively, using external
criteria and analysis and sometimes
expert testimony. The second part of
the test subjectively determines how
the ordinary observer would view the
works.13

When evaluating whether a work is
in the public domain, multimedia pro-
ducers should keep in mind that a
work of an American author in the
public domain in the United States
could be protected under the copy-
right laws of other nations. Since the
market for CD-ROMs and computer
programming is worldwide, American
producers want to be able to market
their products in all nations. Deter-
mining whether a work is in the public
dorhain worldwide canbe exceedingly
complex.

Consider, for example, Charlie
Chaplin’s copyright claim to the 1925,
silent film “The Gold Rush.”4 The film
was first published in the United States.
Chaplin, a British citizen, brought suit
in Switzerland where he was a resi-
dent. Swiss copyright law did not di-
rectly apply since it only protected
works by Swiss nationals and works
first published in Switzerland.

Switzerland does protect other
works, however, by virtue of its inter-
national treaties. The United States
and Switzerland have a 1924 bilateral
agreement, butitonly applies to works
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of United States and Swiss nationals.
Both countries are signatories to the
Berne Treaty but the United States did
not join until 1989, long after the film

. was published. Great Britain was also

a member of Berne, and Chaplin was
a citizen of Great Britain, but the 1908
version of Berne applied only to works
first published in a Berne country which
the United States was not. Thus,
Chaplin apparently did not have a
valid copyright claim.

The 1908 version of Berne, how-
ever, extended copyright protection to
works simultaneously published in a
Berne signatory country. The film was
published in Canada, a Berne country,
in 1925. The Swiss court found this to
be a simultaneous publication. Since
Berne applied, the law of Switzerland
applied. Under Swiss law, copyright
lasts for the life of the author plus fifty
years, and Chaplin’s copyright remains
in force. The United States, on the
other hand, only protected this work
for twenty-eight years. Therefore, the
film was protected in Switzerland al-
though it was in the public domain in
the United States.!s

A work may be protected abroad
yet be in the public domain in the
United States. The copyright in the
classic Italian film “The Bicycle Thief”
was determined to have expired un-
der United States law since it was not
properly renewed in the United States.
The movie was first published in Italy
in 194816 and it remains protected
there because copyright lasts for fifty
years from the first public showing in
Italy.

Content borrowers need to be con-
cerned with other foreign laws as well.
Some countries, such as France, ex-
pressly recognize the moral rights au-
thors have in their work. These moral
rights prevent others from changing
the author’s work, or taking the
author’s name off of it, even if the
author has sold the physical work and
the copyright to another. In Huston v.
Turner Entertainment,'’” American di-
rector john Huston was determined by
a French court to be the author of the
American film “The Asphalt Jungle,”
although under American law his
employer was deemed the author.

If a work is in the public domain,
one can use it without permission from
the author. Works in the public do-
main include those created by the
United States government, works cre-
ated by authors who have abandoned
their copyright, and those works in
which the copyright has expired.

To determine whether a copyright
has expired, one must refer to the law
in effect when the material was pub-
lished or created. Under the copyright
law in effect before 1978, copyright ‘<
lasted for twenty-eight years and could
be renewed for an additional twenty-
eight-year period.!8 Some copyright
owners renewed their copyrights while
others did not. Under prior law, failure
to put a copyright notice on a work
could place the work in the public
domain.

Once a work goes into the public
domain its copyright cannot be re-
vived.!9 As explained previously, some
works may be in the public domain in
the United States but protected by copy-
rightlaw in other countries. Determin-
ing copyright protection in foreign
countries can be difficult, since most
countries do not require registration
or deposit of copyrighted works.

If a work is copyrighted, one needs
permission to use it unless the use is
considered a fair use, or the use is
protected under the First Amendment,
or what is taken is not copyrightable
matter (e.g. ideas).

A greater amount of material may
be borrowed from nonfiction works
than fictional works. Clearly, a writer
can borrow historical facts from a pre-
vious work without infringing the first
author’s copyright. Moreover, since
factual works, unlike works of fiction,
may be capable of being expressed in
relatively few ways, only verbatim re-
production or close paraphrasing will
be an infringement.20

On the other hand, the multimedia
producer should use caution in bor-
rowing from fictional works. In one
recent case, the book Welcome to Twin
Peaks: A Complete Guide to Who's Who
and What's What, was deemed an in-
fringement of the television series
“Twin Peaks.” The book contained
detailed plot summaries and exten-
sive direct quotations of atleast eighty-
nine lines of dialogue.?!

Finally, if one needstolicenserights,
the producer should make sure the
licensor has the necessary rights to
grant. This can be difficult to deter-
mine, since a copyright may be jointly
held, interests may have been trans-
ferred to third parties, and ownership
may be unclear when the work was
created by one person for another (i.e.,
a work-for-hire). A book author, for
example, may have granted movie
rights to a studio. A screenwriter work-
ing as an employee probably does not
own the copyrighted script he wrote;
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the studio will own it.

A copyright search is advisable. A
copyright report may reveal a transfer
of the copyright, or the licensing of
some rights. If the copyright report
shows that the purported owner of the
literary property is not the copyright
holder, or if the copyright has been
sold to another, the multimedia pro-
ducer will not want to buy a license.

Private research companies can
check additional sources of informa-
tion for potential copyright, title, and
trademark conflicts. These companies
may review catalogs and reference
works that list publications, movies,
sound recordings, and products. Keep
in mind that the reports supplied by
the Copyright Office and from private
research companies do not offer a con-
clusion as to ownership of a copyright.

such as dramatic, publication, sequel,
and merchandisingrights. Theserights
are defined in the Writer’'s Guild Mini-
mum Basic Agreement (MBA). This
division of rights is called “Separation
of Rights.”

Titles

Titles are not copyrightable but can
be protected under state and federal
unfair competition laws. The gistof an
unfair competition action is mis-label-
ing or misdesignating a product (or
service) in such a way as to cause
confusion to consumers as to the ori-
gin of its manufacture.? Once the title
of a work comes to be associated in the
publicmind with the work of a particu-
larproducer, itacquires whatis known
asa “secondary meaning.” Otherswho

Copyright laws are territorial in their application. This
means that United States copyright law applies only within
the United States. The United States has joined several

international copyright conventions that protect American

works from infringement abroad. These treaties likewise
protect the work of foreign authors in the United States.

These reports merely supply the infor-
mation needed to determine the sta-
tus of a copyright. The opinion of an
experienced attorney is often desir-
able.

Obtaining rights to literary works
can become even more complex if the
literary works have incorporated other
copyrightable elements. For instance,
abook may include photos duplicated
with permission of the photographer.
The book author probably does not
own the copyright or any electronic
rights to those photos and therefore
cannot grant such rights to a multime-
dia producer. One would have to track
down the photographer and request
permission.

When text is taken from a script

. created by a Writer’s Guild of America

(WGA) member for a studio, other
issues may arise. While WGA mem-
bers usually do not own the copyright
to works for hire, they may have cer-
tain reserved rights in the material

attempt to trade on this secondary
meaningby adopting the same or simi-
lar title, may be liable for unfair com-
petition and trademark infringe-
ment.23

One should conduct a title search to
determine if there are any conflicts
with a proposed title. One can order a
title report which may disclose other
products or services that have used the
same or similar title. If someone has
used the desired title on asimilar prod-
uct or service in the same geographi-
cal area, that title may not be used
unless it has been abandoned or a
release has been obtained.

In creating a title, a highly fanciful
or original one is preferable because it
is not likely to infringe other titles.

Such a title will also help the creator

protect the title from subsequent in-
fringement.

Trademarks

One kind of unfair competition is
trademarkinfringement. Merely men-
tioning a trade or service mark in a
multimedia work is not an infringe-
ment. If the mark is used to mislead
the public as to the origin of manufac-
ture of some product or service, how-
ever, thereis an infringement.24 Thus,
a producer could use the word “Xerox”
or “IBM” in a story without infringing
those marks. However, if those marks
were used in such a way to imply that
a multimedia work was published by
Xerox or IBM, the use would be actxon—
able.

Characters

Characters, especially those repre-
sented in a visual form such as cartoon
characters, can be protected under
copyright law.25 Individual personal-
ity traits of a character, however, are
not copyrightable.26

The use of a character in a fictional
work can be problematical if the char-
acter: 1) Infringes on someone else’s
copyrighted character, or 2) resembles
actual persons and their portrayal is
defamatory, invades their privacy or,
may be an instance of unfair competi-
tion.2’ These pitfalls can be avoided by
licensing the use of fictional charac-
ters, and obtaining depiction releases
from living individuals. Another solu-
tion is to change the name and de-
scription of characters so they are not
identified with the other fictional char-
acter or living individuals.

Characters can also be protected
under trademark and unfair competi-
tion laws. A character’s name, image,
and dress can be a trademark.28 One
canconduct a charactersearch to deter-
mine if any living or fictional charac-
ters-with the same or similar names
exist.

Tort Liability

If the material borrowed invades
rights of other people because it is
defamatory or invades their rights of
privacy or publicity, the borrower, as
well as the original author, will be
liable. When licensing rights, one
should have the owner of the original
material warrant that the work does
not infringe any of these rights. The
licensee should also request an indem-
nification clause so that if the war-
ronty is breached, the licensee can
obtain reimbursement for damages
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and attorney fees. Additional protec-
tion can be obtained by purchasing
Errors and Omissions (E & O) Insur-
ance.

Defamation

A defamatory statement is one that
harms the reputation of another so as
to lower him in the opinion of the
community or to deter third persons
from associating or dealing with him.
For example, those communications
that expose another to hatred, ridicule
or contempt, or reflect unfavorably
upon their personal morality or integ-
rity are defamatory.2?

The law of defamation can be con-
fusing as the common law3? tort rules
are subject to constitutional limita-
tions. To determine the state of the
law, one must read a state’s defama-
tion laws in light of
various constitu-
tional principles
such as those ex-
pressed in New York
Times  Co. V.

Public figures, such as celebrities, or
public officials, such as a senator, have
a much higher burden to bear to pre-
vail in a defamation action.38 There
are two types of public figures. One is
a person who has achieved such per-
vasive fame or notoriety that he is a
public figure for all purposes. Other
public figures have only been drawn
into a particular public controversy
and will be considered public figures
for a limited range of issues.3?

For a public figure or official to win
a defamation case, they must prove
that the defendant acted with “actual
malice.”40 Actual malice is a term of
art that means that the defendant
intentionally defamed another oracted
with reckless disregard of the truth.
Plaintiffs find it difficult to prove ac-
tual malice. That is why so few celebri-
ties bother suing The National Enquirer.

of any derogatory statements, and
showing that the statements were
made without actual malice, 3) obtain
releases whenever possible (it never /&
hurts to have a release even if it is not «
legally required), and 4) have an at-
torney closely review all scripts for
potential liability before production. If
the multimedia producer can change
the names of subjects and the setting
without detracting from the dramatic
value of the story, the producer should
do so. If a person depicted is identifi-
able from the context, however, liabil-
ity may result.4! Similarly, a disclaimer
in the credits such as “Any resem-
blance to people, living or dead is
purely coincidental . . .” may not pro-
tect a producer if viewers nevertheless
believe the movie is depicting an iden-
tifiable living person.

Right of Privacy

The right of pri-
vacy has been de-

To determine whether a copyright has expired, one must fined as the right to

live one’s life in se-

sullivan,3! Gertz v. refer to the law in effect when the material was published iusion, without be-

Robert Welch, Inc.,32

and Philadephia OF created. Under the copyright law in effect before 1978,

Newspapers, Inc. v.
Hepps.33

There are several
important defenses
and privileges to
defamation, includ-

newed for an additional twenty-eight-year period.’ Some
copyright owners renewed their copyrights while others did

ing subjected to un-
warranted and un-
desired publicity. In

copyright lasted for twenty-eight years and could be re- o \words, itisthe

right to be left
alone.42

Like defamation,
the right of privacy

ing truth. If a pro- pot. Under prior law, failure to put a copyright notice on @ s subiect to consti-

gram hurts

someone’s reputa- work could place the work in the public domain.

tion, but what was

saidis true, the com-

munication is abso-

lutely privileged. An

absolute privilege

cannot be lost through bad faith or
abuse.3* So even if one maliciously
defames another, the communicator
will be privileged.

While truth is an absolute defense, 35
theburden of proving truth sometimes
falls on the defendant.36¢ Multimedia
producers should be prepared to prove
the truth of any defamatory state-
ments in their work.

There is a conditional common law
privilege of fair comment and criti-
cism.37 This privilege applies to com-
munications about a newsworthy per-
son or event. Conditional privileges
may belost through bad faith or abuse.
This privilege has been largely super-
seded, however, by a constitutional
privilege for statements about public
officials or public figures.

36 NEW MATTER

To successfully defend itself, the
Enquirer need only show that it did not
act with malice. The newspaper can
come into court and concede that its
report was false, defamatory, and the
result of sloppy and careless research.
But unless the celebrity can prove that
the Enquirer acted recklessly, the court
is obliged to dismiss the case. Mere
negligence is not enough for liability.

The multimedia producer should
take the following steps to protect
against a defamation suit: 1) Take
special care when portraying living
individuals who are not public offi-
cials or figures, 2) make sure the com-
municator can prove that any
defamatory statements are true by
annotating scripts with the sources of
information, documenting the truth

tutional restric-
tions. The news
media is not liable
for statements that
portray another in
a false light if the
statements are
newsworthy unlessthey are madewith
knowing or reckless disregard of the
truth (i.e., actual malice).43
Other defamation defenses apply
toinvasion of privacy as well, but truth
is not a defense. Express and implied
consent are valid defenses. One who
voluntarily reveals private facts to oth-
ers cannot recover for invasion of pri-
vacy. Likewise, revealing matters of
public record cannot be the basis for
an invasion of privacy action.#4
Privacy actions typically fall into
four factual patterns:45
1) Intrusion into One’s Pri- @
vate Affairs. This category in-
cludes such activities as wiretap-
ping and unreasonable surveil-
lance. The intrusion must be
highly offensive. Whether an in-
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trusion is highly offensive de-
pendson the circumstances. Most
people would find it offensive to
discover a voyeur peering
through their bedroom window.
On the other hand, a salesman
knocking on one's front door at
dinnertime may be obnoxiousbut
will not be offensive enough to
state a cause of action.

2) Public Disclosure of Embar-
rassing Private Facts. One who
gives publicity to a matter con-
cerning the private life of an-
other is subject to liability for
invasion of privacy, if the matter
publicized is of a kind that would
be highly offensive to a reason-
able person, and is not of legiti-
mate concern to the public. In
other words, it is not newswor-
thy.46

An example of this type of
invasion of privacy would occur
if someone digs up some dirt on
another person, publicizesit, and
the information is not of legiti-
mate interest to the public. The
First Amendment will protect
producers, however, if they re-
veal newsworthy facts about oth-
ers, even if the subjects are pri-
vate individuals and they prefer
to keep the facts secret.4’

3) Appropriation. An action
for appropriation of another’s
name or likeness is similar to an
action for invasion of one’s right
of publicity. The former action
seeks to compensate the plaintiff
for the emotional distress, em-
barrassment, and hurt feelings
that may arise from the use of
one’sname or likeness on a prod-

-uct.48 The latter action seeks to

compensate the plaintiff for the
commercial value arising from
the exploitation of one’s name
and likeness.4?

Aswith theright of publicity, a
person cannot always control the
use of his name and likeness by
another. While a subject can pre-
vent another from putting his
face on their pancake mix, the
subject cannot stop Time Maga-
zine from putting his face on its
cover. Thus, the use of someone’s
name or likeness as part of a
newsworthy incident would not
be actionable.

4) False Light. Publicity which
places a plaintiff in a false light
willbe actionable if the portrayal
is highly offensive.? This type of

invasion of privacy is similar to a
defamation action but harm to
reputation is not required. An
example of false light invasion of
privacy could entail a political
dirty trick such as placing the
name of a prominent Republi-
can on a list of Democratic con-
tributors. Although this person’s
reputation may not be harmed,
he has been shown in a false
light.

Right of Publicity

The right of publicity is the right to
control the use of one’s image, name,
and likeness®! in a commercial con-
text. To avoid liability, multimedia
producers should secure from every
person who appears in a program, a
signed release giving the producer the
rightto use their name, voice, likeness,
and identity in all media worldwide in
perpetuity. The producer may also
want the right to use the image in
advertising and on ancillary spin-off
products.

Aperson’sidentity may beinfringed
when their nickname or something
closely associated with them is por-
trayed. Johnny Carson once sued a
company marketing a toilet under the
name “Here’s Johnny!” The court held
that the company had misappropri-
ated Carson’s identity by use of the
phrase.52 Vanna White won a suit
against an advertiser who broadcast a
commercial with a robot that re-
sembled her.53 An actor may have the
right to control the use of his or her
screen personae, and the characters
they portray, even if they do not own
the copyright to those characters.54

Union/Guild Permissions

If the writer is a member of the
WGA, the multimedia producer may
have to sign a union contract. The
WGA, however, allows a production
company to become a Guild signatory
for one production only with minimal
requirements, as discussed below.

B MOTION PICTURES

When a multimedia producer wants
to incorporate existing film or televi-

sion footage in a new work, many of .

the same copyright, character, trade-
mark, title, and defamation issues pre-
viously mentioned in the text discus-
sion apply. The matter can become
even more tangled when there are

multiple owners of rights in a motion
picture.

For example, a film may be based
on a copyrighted book. It could incor-
porate music, the copyright to whichis
jointly held by a composer, musician,
and record company. Permissions may
be needed from actors to use their
images and voices, and from owners
of rights to special effects, animation,
and works of art incorporated in the
film. And what if the motion picture
incorporated stock footage clips? This
footage was probably licensed for use
in the original film only.

If a film is based on a book, the
studio probably bought the “movie
rights” from the book author but the
studio will not necessarily own any
derivative rights, such as electronic
publishing rights.

Movie studios may only agree to
license clips from their films on a quit-
claim basis—without any warranties
as to ownership of the various rights
needed. It can be arduous for the pro-
ducer to determine the identity of all
the copyright owners and license the
appropriate rights. This may prove
impossible if the film clip owner will
not reveal the contents of its contracts,
or if the contracts have been lost or
destroyed.

If the filmis based on another work,
such as a book, the right to use the
book may have expired unbeknownst
to the film clip owner. Under federal
copyright law prior to 1978, a copy-
right lasted twenty-eight years and
could be renewed for an additional
twenty-eight years.5S If the author of a
book licensed movie rights to a studibo,
and if he died before the second copy-
right term began, his estate would
own the copyright to the second term.56
The studio would not own such rights,
even if its contract with the author
purported to transfer such rights. This
is the issue discussed in the “Rear Wm—
dow” case.5?

The “Rear Window” case is of con-
cern to multimedia producers because
it may limit use of copyrighted mate-
rial they license. If a producer incorpo-
rates work created before 1978, which
is still in its first twenty-eight year
copyright term, the producer may find
thatrights to the work can end abruptly
if the author dies and his estate refuses
to relicense it. The estate may refuse
permission to use the work even if the
author agreed to assign the second
term to the producer.58

Another potential problem arises
when distribution rights to a film clip
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are shared by several parties, as when
a studio owns domestic rights and for-
eign rights have been sold to other
distributors. Can the owner of such

foreign distribution rights prevent a

multimedia producer from distribut-
ing a program with the clip in foreign
territories? The answer is unclear.

If a film has been designated as
culturally, historically or aesthetically
significant under the National Film
Preservation Act of 1988,5? and added
to the national registry, additional re-
strictions may apply. This" Act was
passed inresponse to the movement to
colorize old black and white movies.
Under the Act, twenty-three films a
year can be added to the registry.
While modifications of these films are
not prohibited, a disclaimer must be
added.

Another issue arises when a multi-
media producer wants to incorporate

footage of a crowd scene in her work.

While filming a person in a public

placeisusually not aninvasion of their
privacy,50 incorporation of a recogniz-
able person’s identity in a film may be
an infringement of their right of pub-
licity.

Whether a useis infringing depends
upon whether the image is used in a
commercial context, such as on a prod-
uct, or in a newsworthy context, such
as in a magazine or documentary pro-
gram.5! The latter use is protected
under the First Amendment. Thus, pro-
ducers should avoid incorporating a
person’s image in a purely commer-
cial program or in advertising for such
a program unless a release has been
obtained.

The right of publicity is not limited
toaperson’'simage. Performances and
objects closely associated with one’s
identity may also be protected. The
appropriation of a photo of a race car
with distinctive markings for use in a
cigarette ad was held to be an infringe-
ment of the driver’s identity even
though he was not shown.52

Theunauthorized use of a celebrity's
persona or voice can also violate state
and federal laws against unfair com-
petition and trademark infringement.
In Waits v. Frito-Lay Inc.,%3 the voice of
singer Tom Waits was imitated in a
Frito-Lay commercial. Although
Waits’s actual voice was not used, the
court held that this use amounted to a
false endorsement of a product. The
courtstated that a distinctive attribute
of a celebrity could amount to an un-
registered commercial trademark.

Of course, a person’s right to restrict
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the use of their name, likeness, and
voice has to be balanced against the
rights of others (i.e., journalists and
filmmakers) under the First Amend-
ment. Suppose a newspaper publisher
wants to place a picture of a sports
figure in its paper. Is permission re-
quired? What if 60 Minutes wants to
broadcast an expose of a corrupt poli-
tician? What if Kitty Kelley wants to
write a critical biography of Frank
Sinatra?

Ineach of these instances, a person’s
name and likeness is being used on a
“product” sold to consumers. Products
such asbooks, movies, and plays, how-
ever, are also forms of expression pro-
tected by the First Amendment. The
First Amendment allows journalists
and writers to freely write about others
without their consent. Otherwise, sub-
jects could prevent any critical report-
ing of their activities. When one
person’s right of publicity conflicts with
another person’s rights under the First
Amendment, the First Amendment
rights often prevail.

When a use is newsworthy, orin the
context of a documentary, biography
or parody, the First Amendment will
usually protect the producer. In Hicks
v. Casablanca Records,%* Casablanca
Records made a movie called “Agatha”
about the mystery writer Agatha
Christie. The film portrayed her as an
emotionally unstable criminal. An heir
brought suit alleging infringement of
Christie’s right of publicity.

The court held that Casablanca’s
rightsunder the First Amendment were
paramount to the estate’s rights. The
court reasoned that the First Amend-
ment outweighed the right of publicity
here because the subject was a public
figure, and the events portrayed were
obviously fictitious.

When a multimedia producer wants
to license a motion picture clip por-
traying an actor(s), the producer
should contact the Screen Actor's Guild
(SAG) or the American Federation for
Radio and Television Artists (AFTRA)
to seek permission to use the actor’s
image. If the performance was first
recorded on film, contact SAG; if the
performance was first recorded on vid-
eotape, contact AFTRA.

The unions will supply the name of
the actor’'s agent who can then be
contacted to obtain permission to use
the clip. When an actor’s name is
unknown it may be difficult to match
his or her image with the names listed
in the credits. Moreover, if an actor is
not a guild member, or is deceased, it

may be difficult to locate the holder of
the rights.

In working with unions and guilds,
the multimedia producer should rec- &
ognize that a system of fees and roy-._
alty payments for electronic publish-
ing is just developing. Some guilds
have been willing to sign One Produc-
tion Only (OPO) deals with multime-
dia producersthat donotrequire them
to become guild signatories for all pro-
ductions. The Writer’s Guild, for in-
stance, allows a production company
to become a Guild signatory for one
production by signing a Letter of Ad-
herence. This letter agreement does
notmandate minimumscale payments
or compliance with most guild rules.
The producer need only agree to make
pension and health fund payments.

PHOTOS AND STILL IMAGES

Still images are copyrightable and
the same copyright, trademark, char-
acter, and tort issues that arise with
the use of motion pictures apply here
as well. Likewise, copyright defenses
predicated on fair use or the First
Amendment can be invoked.

It canbe especially difficult to deter-
mine whether a photo is copyrighted
and the identity of its owner. Many
photos are notregistered with the copy-
right office. Evenif registered, asearch
can be tiresome since a photo may not
have a title or the title may not accu-
rately reflect the image.

Some photos are clearly in the pub-
lic domain, such as those in the Na-
tional Archives in Washington, D.C.
For other photos, the licensee should
request the licensor to warrant that
the licensor has all rights to a particu-
lar photo, including releases from any
identifiable persons in the photos, and
indemnify thelicenseeif a claim should
arise from a third party. Photogra-
phers may own the copyright to their
photos but do not necessarily have
releases from their subjects giving the
photographer the right to use the
subject’s image in other media and for
other purposes.53

The license to use a photo should
include a waiver of moral rights. Per-
missions may be obtained for some
photos through the Graphic Artists
Guild or the American Society of Me-
dia Photographers. @



MUsIC

Thesame copyright, trademark, and

< tortissuesthat apply touse of a motion

&/ picture apply to music as well. Deter-

* mining copyright ownership can be

particularly complex as there may be

several simultaneous copyright hold-

ers in a piece of music. For example,

the composer may own the copyright

to the composition, the lyricist may

own the copyright to the lyrics, and

therecord company may own the copy-
right to a recording.56

Right of publicity issues can also

arise. The recent Bette Midler case¢’

prohibited the use of a sound-alike

voice of a celebrity as an invasion of

merchandise was necessarily action-
able.

The multimedia producer will need
to obtain a mechanical license to re-
produce a musical composition on a
CD-ROM disk when the music is going
to be used without an accompanying
image. Ifthe musicis used with a video
image, then a synchronization (sync)
license is needed. If the program will
be distributed on videograms (disks or
tape) or CD-ROMs the producer will
need a license for those uses as well.

When music is modified, an adap-
tation license may be needed. A dra-
maticadaptationlicense, for example,
would permit the multimedia producer
to dramatize a song’s lyrics. Thus, the
lyrics could be used as the basis for a

The “Rear Window” case is of concern to multimedia

producers because it may limit use of copyrighted material

they license. If a producer incorporates work created before

1978, which is still in its first twenty-eight year copyright
L term, the producer may find that rights to the work can end
> abruptly if the author dies and his estate refuses to relicense

it. The estate may refuse permission to use the work even if

the author agreed to assign the second term to the producer.

Midler's Right of Publicity. An ad
agency had asked Midler to sing the
song “Do You Want To Dance,” for a
car advertisement. After she declined
to participate, the ad agency hired
one of Midler’s former backup singers
to record the song imitating Midler’s

- voice and style. When the advertise-
ments were run, many listeners
thought the song was being sung by
Midler. The ad agency obtained per-
mission to use the song from its copy-
right owner but did not have Midler’s
consent to imitate her voice.

The court held that this imitation of
Midler's voice infringed upon her
rights. The court reasoned that whena

- distinctivevoice of a professional singer
|/ was widely known and was deliber-
ately imitated in order to sell a prod-
uct, a tort had been committed in
California. The court limited the hold-
ing to the facts, and cautioned that not
every imitation of a voice to advertise

screenplay or motion picture.

If printed copies of sheet music or
lyrics accompany the CD-ROM, a print
license will be needed. If the title of a
song is used, a license may be needed
to avoid a claim of unfair competi-
tion.58 If a portion of a musical play or
opera is included on a CD-ROM, a
license of “Grand Rights” should be
obtained in order to use the creative
elements in the work, including dia-
logue, scenery, choreography, and cos-
tumes.

Public performance rights are gen-
erally notneeded. That is because most
CD-ROM programs, unlike music per-
formed in nightclubs, or broadcast by
television or radio, will be used pri-
vately. Query whether sending a song
over the Internet is a public perfor-
mance.

There is no such thing as a standard
fee to license music for multimedia

productions. The more desirable the
song, the greater the fee. The more
rights requested, the greater the fee.
Background or incidental use of song
should cost less than a featured perfor-
mance of the song. Music publishers
generally charge a fixed royalty per
unit sold, a percentage of the whole-
sale price per unit or some combina-
tion. There may be one-time fixing
fees and/or advances. Flat fees or buy-
outs may be used for works that are
unlikely to sell many units, and when-
ever the producer wants to avoid a
continuing obligation to account to
the owner of the rights.

Before committing oneself to use a
particular piece of music, the multime-
dia producer is well advised to deter-
mine what rights are needed, who
owns those rights, and whether the
rights are available at a reasonable
cost. Music that is not available or too
expensive may need to be eliminated
from the proposed production. The
owner of musicrightsis not required to
issue a license for a musical work to be
reproduced or adapted in a CD-ROM.
The compulsory license provisions of
the Copyright Act do not apply to the
production of multimedia programs.5?

A producer who incorporates work
without first securing permission may
incur the expense of re-editing his work
to delete the music. If the CD-ROM has
been marketed, the owner of the mu-
sic can obtain substantial damages,
reimbursement of attorney fees, and
an injunction pulling the offending
product off store shelves.

The issue of digital sampling has
become a hot issue in the music indus-
try. An increasing number of artists
have borrowed portions of pre-exist-
ing musical works to incorporate in
their own works. The musical group
Vanilla Ice, for instance, sampled the
melody from the Queen-David Bowie
work “Under Pressure.” After the song
became a hit, litigation was initiated.
The suit was settled for an undisclosed
amount.”®

Sampling is accomplished with a
computer synthesizer which creates a
digital recording that can then be
manipulated. Tone, pitch, and rhythm
can be changed, and the work can be
combined with other recordings. The
resulting work may not sound at all
like the original work from which it

* was sampled.

The samplers reason that borrow-
ing a single note or short excerpt from
another work is not an infringement
because: 1) What has been taken is not
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an expression of an author (i.e., no
more than anidea); or 2) the taking is
protected under the fair use doctrine;
or 3) the use is protected under the
First Amendment.

In the recent case of Acuff-Rose Mu-
sic, Inc. v. Campbell’! some of these
issues were raised. Here, the group 2
Live Crew parodied the Roy Orbison
song “Pretty Woman.” The Court of
Appeals, Sixth Circuit, found that 2
Live Crew’s use of the prior work was
copyright infringement and not a fair
use as a matter of law.”2 The United
States Supreme Court disagreed, and
reversed the lower court, stating that
the use of the prior work could be a fair
use, and whether it was, needed to be
determined on a case-by-case basis.”3

While it is doubtful that taking a
few notes from another work could be
deemed an infringement,’4 there is no
firm guideline that establishes how
much can safely be taken. Only a few
cases have grappled with the issue of
how much a digital sampler can re-
move under the fair use doctrine.’s If
the borrowed excerpt is recognizable
to others, it is arguably an infringe-
ment. Thus, artists who borrow small
amounts of other people’s music may
be liable for copyright infringement.
There is no truth to the widespread
belief that six or eight bars of music
can be borrowed with impunity.

The identities of copyright owners
can be obtained through the perform-
ing arts guilds (SAG/AFTRA), the
Songwriter’'s Guild of America (a trade
association) or American Federation
of Musicians (AFM) (AFTRA covers
singers and AFM covers instrumental-
ists). Publishers can be contacted di-
rectly or through the Harry Fox Agency,
which acts as a licensing agent for
many publishers.”6

Rights may need to be secured from
a variety of parties including the com-
poser, lyricist, publisher, agents, record
companies, unions and in some cases
the heirs or assigns of the aforemen-
tioned. Songwriters often sell or assign
their copyright to a publisher who then
controls the rights. The publisher will
then share royalties derived from the
song with the songwriter. Insome cases
the publisher may need to obtain the
songwriter’s approval before licensing
the work. Record companies usually
retain rights to their recordings, but
they may need to obtain artist approv-
als for some uses.

Because of the complexity of licens-
ing music, producers may want to re-
tain a rights and permissions agency
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(i.e., a clip clearance company) to ne-
gotiate and secure the necessary rights.

Public domain music can be used
without payment.”” Those composi-

. tions that were published more than

seventy-five years ago are clearly in
the public domain, and some compo-
sitions published less than seventy-
five years ago may have fallen into the
public domain. Some musical works,
while in the public domain in the
United States, may be protected else-
where. Keep in mind that while a com-
position may be in the public domain,
a recording of that composition may
not be. In such a case, the multimedia
producer will have to either locate a
recording in the public domain, which
may be quite old with poor sound
quality, or hire musicians and create a
new recording of the composition.

copyright in an architectural work,
however, is limited. The copyright
owner cannot prevent others from

publicly displaying pictures and pho- 4T\
tographs of buildings visible from a ‘g

public place.”®

Of course, even if a producer does
not need permission to include a
building’s image in a program, that
does not mean the producer can tres-
pass on another’s property to capture
that image. Moreover, showing a rec-
ognizable image of a building in a
defamatory context could harm the
reputation of a company or individu-
als.

FINE ART

If art work is incorporated in a mul-
timedia production, a license may be

The multimedia producer will need to obtain a mechani-

callicense to reproduce a musical composition on a CD-ROM

disk when the music is going to be used without an accom-

panying image. If the music is used with a video image, then

a synchronization (sync) license is needed.

The expense and burden of licens-
ing can be avoided by commissioning
original music for the CD-ROM. Here,
the producer must be careful to make
sure all rights are obtained. If the com-
poser is an employee for hire, the copy-
right to the work product willbe owned
by the employer (producer). A written
employment contract is needed. If the
employee incorporates any existing
material in his work, rights to that
material must be secured.

Inexpensive music and sound ef-
fects can also be licensed from music
libraries on a one-time fixed fee basis.

ARCHITECTURE

When images of buildings are re-
produced in a multimedia program, is
there an infringement of copyright?
Congress recently accorded copyright
protection to architecture, placingitin
a separate category from pictorial,
graphic, and sculptural works.’8 The

needed. Pictorial, graphic, and sculp-
tural works of art are copyrightable8?
and displaying them in a program
without permission could be an in-
fringement. Remember that owner-
ship of an item of art work does not
necessarily include ownership of the
copyright to it. Thus, the owner of the
physical item may have the right to
sell itbut does not necessarily have the
right to reproduce it. The latter right is
part of the copyright. Note also that
California law provides that when a
work of art is sold, the right to repro-
duce it is reserved to the artist unless
that rightis transferred in writing and
the writing specifically refers to the
right of reproduction.8!

Suppose a piece of sculpture ap-
pears momentarily in the background
of a scene. Is permission of the copy-
right owner necessary? Probably not.
The maker of school room charts and
wall decorations that appeared in the
background as scenery in a “Barney
and Sons” videotape recently sued for




copyright infringement.82 The charts
and decorations appeared only fleet-
ingly and were often obscured by the
- actors. The court refused to issue an
\L injunction against the producers of
- thevideotape on the grounds that the
use was so minimal that it was not
infringing. The fact that the video was
educational in nature was an impor-
tant factor in finding a fair use. If a
producer features art work in the fore-
ground, however, a release should be
obtained.

When Congress passed the Visual

- Artists Rights Act of 1990,83 the United
States expressly recognized certain
moral rights that artists have in works
of visual art such as paintings, draw-
ings, sculpture, and still photos. Moral
Rights include the Right of Paternity,
whichis the right of an author to claim
authorship to her work and prevent
the use of her name on works she did
not create, and the Right of Integrity
which prevents others from distorting
or mutilating her work.

Moral Rights differ from copyright.
While the copyright to a work may be
sold, the artist's moral rights may pre-
vent the buyer from removing the
artist'’s name or modifying the work.

.7 While the United States generally does

L* not recognize moral rights, many of
themoralrights granted artists in other
countries are protected here as viola-
tion of our unfair competition and
defamation laws.

A multimedia producer who incor-
porates art workin a program could be
liable if the work is distorted, which
may occur if the work is digitized and
metamorphosed into a new form.

COMPUTER SOFTWARE

Amultimedia workwill contain com-
puter softwareto operate the program.
This software can be developed by the
multimedia creator or licensed from
another. Since software is copy-
rightable matter,34 it cannot be freely
borrowed unless it is in the public do-
main.

The Fair Use Doctrine has been suc-
cessfully invoked to protect program-
mers who reverse engineer another’s
program although the process entails
making a -reproduction of the entire
work.53 In Sega Enterprises Ltd. v. Acco-

[ . lade Inc,% a video game developer
N~ disassembled a copyrighted program
in order to make a compatible game.

In Apple Computer, Inc. v. Microsoft
Corp.,%” the court held that the “look
and feel” of Apple’s interface is not

protectable expression.88 The court was
unwilling to give Apple a monopoly
over the concept of a user-friendly
graphical userinterface. Another case,
however, has held that the menu com-
mands and menu command structure
of the Lotus 1-2-3 spreadsheet pro-
gram are protected expression.3? Here,
the two spreadsheet menu trees were
virtually identical. Thus, computer
developers can borrow such ideas as
that of using a graphical user interface
(GUI), and offer functions similar to
other programs. The identical copying
of another program’s icons, however,
will likely be an infringement.

The processing and transmission of
computer programs raise interesting
copyright issues. One court has held
that merely loading a computer pro-
gram from a disk into the random
access memory (RAM) of a computer
is a “copying” of the program, and
therefore a violation of copyright un-
less otherwise privileged.? In Florida,
an operator of a computer bulletin
board was sued by Playboy Enterprises
when subscribers downloaded some
Playboy photos. The photos had been
uploaded by subscribers, not by the
operator who had no knowledge of
the photos until he was served with a
complaint. The court found that the
transmission of the photos was a pub-
lic “display” and thus a violation of
Playboy’s copyright.?! The fact that
the operator was unaware of the in-
fringement was no defense since in-
tent or knowledge is not required for
one to infringe another’s copyright.
Producers who desire to borrow or
emulate computer programs should
proceed with caution and seek legal
advice early.

Software names, logos, and sym-
bols may also be protected under state
and federal trademark law. Recently,
a federal appeals court held that the
title of a newspaper column may be a
trademark although the column was
not marketed as a separate feature.
Thus, a subsidiary component of the
newspaper was deemed eligible for
trademark protection. By analogy,
computer program icons could be
protectable trademarks.?2

Software can also be protected un-
derpatentlaw which protects the “Use-
ful Arts,” meaning any new and useful
process or machinery.?3 Thus, multi-

media software, the process, the hard-

ware, and the machine, are patent-
able.

A patent must be applied for and
granted by the government after a

determination has been made that
the applicant is eligible for it. If the
patentis granted, the inventorreceives
a seventeen-year monopoly on using,
making, or selling the invention.?¢ The
United States grants patents to the
first inventor, not the first person to
file a patent application. Therefore, if
two parties contest ownership to an
invention, the first inventor is entitled
to the patent.?s

A patent cannot be granted when
the subject matter sought to be pat-
ented and the prior art are such that
the subject matter was obvious to
people with ordinary skillin that art.%6
It can be difficult to determine-non-
obviousness in computer program in-
ventions because the Patent Office has
lacked extensive records for this type
of useful art. A “prior art search” is
used to determine the state of the prior
art in the field of the invention. If
software is developed by an outside
contractor, the agreement between the
parties needs to specify who will own
the copyright and any patent to the
work, and which rights are being li-
censed. The producer should have a
written employment agreement with
a covenant that the employee or inde-
pendent contractor assigns all copy-
rights, inventions (whether patentable
ornot), and trade secrets developed in
the course of employment to the em-
ployer.

If software is licensed for use in a
multimedia program, thelicense agree-
ment needs to spell out what uses can
be made of the acquired software. Can
the software be used to develop a new
product? Can it be incorporated into
the final work? If a license fee is to be
paid, is it a one-time fee for unlimited
use or a per unit royalty? Does the
owner of the borrowed software share
in the copyright of the new work?

M DEFENSIVE TACTICS

The multimedia producer should
consultan entertainment attorney with
expertise in multimedia production to
determine what licenses may be
needed. This review should be under-
taken early before a lot of time and
effortareinvested developing a project.
A competentattorney can suggest ways
the producer can reduce costs and
potential liability. For instance, the
attorney could suggest that certain
rights notbe purchased if the producer
is willing to fictionalize a story, rely on
the fair use doctrine, change an
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individual’s identity, or add disclaim-
ers. The attorney can also check the
chain of title of all content that has
been purchased for inclusion in the
program. Recall that if the seller of
some video footage, for instance, does
not own all the rights needed to use
the footage in a multimedia program,
the buyer cannot receive all the rights
needed irrespective of the terms of the
contract.

Some licensors may allow the lic-
ensee to review the contracts, releases,
and other documents that prove the
licensor has obtained all the needed
rights. If the licensor will not permit
third parties to review their contracts,
the most the licensee may be able to
obtain is a warranty from the licensor
that he owns the rights he is selling. If
possible, the licensor should indem-
nify the licensee for any loss sustained
from breach of his warranties.

The licensee will also want the li-
censor to warrant that the property
does not infringe on anyone else's
rights (includingrights of defamation,
invasion of privacy, right of publicity,
trademark and copyright) and that
there are no claims or litigation out-
standing in regard to the property. If
the licensor is a corporation or part-

-nership, the licensee may want it to

warrant that it has authority to enter
into the license.

Besides express warranties found in
a contract, theremay be some warran-
ties implied by law. The implied war-
ranties of merchantability, for ex-
ample, may exist even if the contract
does not mention it.*” Products can be
sold without a warranty when the seller
adds a prominentdisclaimer notifying
the buyer that the product is sold “as
is” without any implied warranties.%8

W INSURANCE

To protect oneself from potential
liability, the multimedia producer
should consider purchasing Errors and
Omissions (E & O) insurance. Errors
and Omissions insurance will protect
the insured from negligence that gives
rise to claims of defamation, invasion
of privacy or publicity, copyright and
trademark infringement and breach
of contract arising from submission of
materials to the producer.

Recently, American International
Group (AIG), a large insurer, an-
nounced that it would offer Patent
Infringement Liability Insurance. The
insurance includes coverage of ex-
penses and damages, including attor-
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ney fees, incurred to defend any law-
suit alleging infringement of a United
States patent. The minimum premium,
however, is fifty thousand dollars and

. the minimum deductible is fifty thou-

sand dollars. The insured also has to
pay ten percent of all damages and
defense costs, and any punitive dam-
ages that may be awarded.

Insurance will not protect the in-
sured from acts of intentional wrong-
doing such as deliberate infringement
or fraud. Therefore, the producer
should be prepared to show that he
was acting in good faith. He should
maintain records of releases and cor-
respondence to secure rights, and cop-
ies of letters from counsel in regard to
what licenses are necessary.

Insurers will typically require an
applicant for insurance to secure all
necessary licenses and permissions.
Also, a copyright report and title re-
port will be needed, and all employ-
ment agreements must be in writing. If
music is going to be used, synchroniza-
tion and performance licenses will be
necessary.

If the multimedia script is original,
its origins must be determined to en-
sure that everything in it is original
and none of it has been copied from
another work without permission. The
insurer will then carefully review the
project before issuing a policy.

Errors and Omissions insurance will
pay for any liability incurred, as well
as defense costs. The deductible is of-
ten ten thousand dollars or more.

Il CONCLUSION

New technology permits producers
to make innovative multimedia pro-
grams. Unfortunately, the complex
state of the law deters rapid develop-
ment of this new medium. Many com-
plex. legal issues are likely to arise
when a producer incorporates exist-
ing works.

Multimedia producers can minimize
liability by creating programs entirely
from scratch or by only borrowing
works that are clearly in the public
domain, or available under the Fair
Use doctrine or the First Amendment.
If the multimedia producer is plan-
ning to incorporate outside works, or
is producing material that may in-
fringe on another’s rights, a knowl-
edgeable attorney in multimedia legal
issues should be consulted early and
E & O insurance should be purchased.
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